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OUTLINE

= Seven W's:
1. Why: Reasons for FTO assessment
Who: Parties involved
What: Critical features of product or process to be considered
When: Timing of FTO assessment
Where: Geographical coverage

AR

(In) which way: Operating process to be followed
7. (By) which means: Tools and databases
=  What comes next?

Security classification: Public
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CHARACTERISTICS OF INTELLECTUAL PROPERTY RIGHTS:
PATENTS AS AN EXAMPLE

Patent: A legal title which grants the holder the
exclusive right to prevent others from using the
protected invention for commercial purposes without OFTHED

BEWARE

06,
authorisation —

. —

Principle of territoriality: No effect beyond the territory
of the countries for which the patent was granted

Exist for a limited period of time (up to 20 years)

Exceptions and limitations apply

Security classification: Public
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STARTING POINT

Important questions:

1. Can | produce and market a product, or
use a specific method, in a commercial
environment in specific countries
(freedom to operate)?

2. Or do these activities fall within the scope
of a valid IP right (infringement)?
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SCOPE OF A PATENT

» Determined by the patent claims

= Other aspects of the invention which are not covered by the patent
claims are not protected

= Example: European patents:

Art. 69 EPC: Extent of protection Protocol on the Interpretation of Article 69 EPC

(1) The extent of the protection conferred by
a European patent or a European patent [--]
application shall be determined by the Art. 2 Equivalents
claims. Nevertheless, the description and
drawings shall be used to interpret the
claims.

For the purpose of determining the extent of protection
conferred by a European patent, due account shall be taken
of any element which is equivalent to an element specified in
2) [...] the claims.

Security classification: Public
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EUROPEAN PATENTS: SCOPE OF A PATENT
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FTO ASSESSMENT: STARTING POINT

= What it is: finding and assessing relevant patents and related
rights that form a risk in the countries targeted for manufacture,
sale, or use

= Why it is so important: When it turns out later that the product
or process is infringing others' patent rights, costs can be very
high, including:
— legal proceedings
— damages to be paid
— market withdrawal
— need to redesign product or process

Security classification: Public
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FTO ASSESSMENT: STARTING POINT

= FTO assessment as preventive measure to
mitigate risk of infringing others’ IP rights and to avoid
legal disputes

= Shall be part of your risk management

Security classification: Public
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FUNDAMENTALS STEPS OF AN FTO ASSESSMENT

Decision of

FTO FTO the client as

. to
search opinion commercial

importance
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NOVELTY VS. INFRINGEMENT

= Novelty: An invention is novel if its features are not disclosed
together in a single prior art

= |Infringement:

— a physical object infringes on a valid patented claim if the
entity shows all the features defined in that claim

— an activity infringes on a valid patented claim if the activity
shows all the features defined in that claim

Security classification: Public
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EXAMPLE: TELEPHONE

» Situation: Your competitor developed a telephone having a case (A) and an extensible antenna
(B). The telephone is patented.

= Your invention: A telephone having a case (A) and an extensible antenna (B) and a self-focusing
camera lens (C)

Can you get a patent on your invention?
Yes (in case all legal requirements are met)

Can you offer or sell your telephone? No
(because you would infringe the
competitor's patent).

Can your competitor offer or sell the new
telephone? No (because he/she would
infringe your patent).

Security classification: Public
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KEY PLAYERS: IDEAL WORLD

] - ' Patent information
Client (you) specialist

Security classification: Public
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KEY PLAYERS: REAL WORLD (OFTEN)

Client (you) s

Patent information
specialist

Direct exchange not very common
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IMPORTANT QUESTIONS TO ASK

= \What are the details of the product or process?

= What are the possible variations?

» What is the product development stage?

= |s the order of the components or process steps important?
= What is different from a previous process or product?

= Can the focus be on the difference(s) only?

» Can the unchanged aspects be assumed free to use?

= Can the searches for components/process steps be limited to a specific or generic
product?

Security classification: Public

= Should the use of the product be included?
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PRODUCTS AND PROCESSES

Product = Principle: the whole product should be searched
= Also the process to make the product should be searched
Process = Principle: All process steps should be searched

= Often the order of the process steps is important, but
these can hardly be searched (manual inspection
necessary)

Security classification: Public
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FTO ASSESSMENT: STARTING POINT

Non-conformity costs during product development:

Production Sales and

'\. distribution

Sales and

non-conformity A distribution
costs

Production Development @

Development
Planning @,

Planning

>

development
stage ] ) )
Innovation process: A schematic view
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WHEN: AT ALL STAGES OF THE PRODUCT DEVELOPMENT PROCESS

= Early to take informed decisions regarding product development:

— Before starting a costly development, a preliminary FTO assessment
may help to take educated investment decision

— For long development processes, early FTO search results require to be
checked before program launch again

» Before product launch: when the list of features is decided

= Before product is brought to the market

Security classification: Public
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GEOGRAPHICAL COVERAGE
= Principle of territoriality applies ‘ l l
= Important questions:

— Where will the product be manufactured or the
process be applied?

— Check: Is everything produced/processed in
the same country?

— Where is the product going to be sold or used?

Security classification: Public
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FUNDAMENTALS STEPS OF A FTO ASSESSMENT

Decision of
the client as

| (o)
commercial
importance

Security classification: Public
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WORKFLOW FOR FTO SEARCH

Understand
the needs of
the client (and proper

research
the customer
behind) approach

Develop

Security classification: Public
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FTO SEARCH: MULTIPLE-STEP PROCEDURE

1. Analyse the product or method to be assessed: What are the
critical/essential elements?

2. Define the subject matter and the extent of the FTO search
3. Carry out the FTO search:

— define appropriate search methodology: patent classes, keyword
concepts, applicants, geographical scope

— choose appropriate search tools and databases
(completeness/accuracy/timeliness, geographical coverage, patent
family data, access to claims and description, legal status data)

Security classification: Public



FTO SEARCH: MULTIPLE-STEP PROCEDURE

4. Categorise and characterise the documents found

5. Report the results of the FTO search:

a.
b.

C.

d.

Search objective
Search methodology, including specification of the databases used

List of relevant patent documents with reference to critical patent claims
and details in the description

Legal status and patent family information

= Clear and open communication between the patent information specialist and
the client are key to ensure that the demands and expectations are met

Security classification: Public
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FTO SEARCHES: IMPORTANT REQUIREMENTS

= Good coverage of prior art and procedural/legal event
patent data for the countries for which the FTO assessment
should be performed

= Access to full-text patent data
= Powerful search interfaces

= Qccasions for FTO assessment: at all stages of the
innovation process, e.g. before cost-driving decisions and
activities

= FTO assessment is a continuous activity

Security classification: Public
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SEARCHING FOR PATENT INFORMATION:
EXAMPLES OF FREE OF CHARGE SEARCH INTERFACES

= CNIPA: Patent Search and Analysis

= DPMA: DEPATISnet

= EPO: Espacenet, European Patent Register, Federated Register
= Google: Google Patents

= JPO: j-platpat

=  KIPO/KIPI: KIPRIS

= USPTO: Patent Center

This list is aimed for information only and does not reflect an endorsement

of individual suppliers or services by the European Patent Office

= WIPO: Patentscope

Security classification: Public
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SEARCHING FOR PATENT INFORMATION:

EXAMPLES OF COMMERCIAL SERVICES AND PRODUCTS

= CAS & FIZ Karlsruhe: STN

= Clarivate Analytics: Derwent Worlds Patent Index, Derwent Innovation
= [ exisNexis: TotalPatent One, LexisNexis IP Suite

= Minesoft; PatBase

= Questel: Orbit

This list is aimed for information only and does not reflect an endorsement

of individual suppliers or services by the European Patent Office

Security classification: Public
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ESPACENET: A CENTRAL SOURCE OF
PATENT INFORMATION

H -

Database with information on more than 150
million documents

Comprehensive collection of patent documents
(applications, granted patents, search reports,
non-patent literature)

Data from more than 100 patent authorities
worldwide

Central source of technical information

Available free-of-charge via the internet at
worldwide.espacenet.com

Security classification: Public



COMPLEMENTARY SOURCES OF INFORMATION: EXAMPLE DEEP TECH FINDER

Deep Tech Finder

48 tech. fields

Growth stage

Universities

Funding

European patents

)
)
)
)
)

Find startups by their
technological fields

Detect startups in their
development stage

Find universities

Identify investors
in startups

Access to patent data
on Espacenet

+ than 10 000

entities

epo.org

Exploring deep technology in Europe
Free digital tool

~—ﬂ What’'s new ————

o .
@_ New mobile app

| see all here:

Security classification: Public




COMPLEMENTARY SOURCES OF INFORMATION: EXAMPLE DEEP TECH FINDER
epo.org

WITH THE EPO DEEP TECH FINDER YOU CAN ...

... find startups and universities in Europe with European patent applications

% ... filter for those active in specific technology fields
(e.g. offshore wind technologies) and more

... discover the investors supporting European tech startups

li-% ... save lists of startups and universities for later use

Security classification: Public
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AFTER COMPLETION OF FTO ASSESSMENT:
SCENARIOS FOR ACTIONS IN CASE OF POTENTIAL INFRINGEMENT
Important options:
Option Objective Description/comment
Design around whatis Avoid infringement Possibly cost-effective; but it may also
protected require substantial R&D investment
(money, time, experts)
Challenge validity of infringed Invalidate the IP rights, or limit their scope Preferably, using prior art that was
IP rights collected during FTO assessment
License Getthe legal right to use the protected May create costs but gives legal
technology certainty
Buy the IP rights Get direct control of infringed IP rights
Monitor infringed IP rights Track potential lapse, expiry or invalidation  Avoid unnecessary actions but may :
take time; depends on IPR owner ;
a7 3
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TO SUM UP

@ FTO assessment: finding and assessing relevant patents and related rights that
form a risk in the countries targeted for manufacture, sale, or use

@ Preventive measure to mitigate risk of infringing others’ IP rights and to avoid legal
disputes (part of risk management)
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